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QntWech Mission Statement
&

“Mt the changing needs of society by
-sw:plying knowledge
andieducation through a strong
undergraduate curriculum augmented by
research,

graduate education and service”

i
Y._the right to exclude others from making,

g, or selling the invention throughout
~ . the United States”

= But, must be

= Novel
= Useful
= Non-Obvious

_ "- e of Presentation

#

-mat is»IgteIIectuaI Property (IP)
= How we Protect and License IP
m What is Technology Transfer

m Resources

 Typestof Intellectual Property

Mi How

u Copyright

= Trademark

m Trade Secrets
= Patents

' Montana Tech Patent Policy

nq)yees assign patent rights to Montana
Tech as a condition of employment

= Applies to s.alaried student workers
m Can be extend to unsalaried students
= Montana Tech obtains patent

m Revenue sharing with Inventors
» Tech — 50% of royalties and licensing income
» Inventors — 50% of royalties and licensing income




g;calS&aored Re_s_earch Agreements

#

»If there is a MT Invention, MT Files
Patent(s) @d Retains Ownership

» Inventorship specified in filing and may
include company employees

= Company May Have Option to License
m University Can Publish Results

l-'WheWFil,e a Patent

-h Must File Within One Year of
Public Disclosure

= Foreigh' — Must File before Public
Disclosure

= Provisional Patents add one year of
coverage

oy IicD'cIosuge Examples
&

; blication (including enabling
a stra@

m Seminars/Conferences
m Sale or Distribution of Product
m Electronic Disclosure

hWa;enta ble?
Misses

= Machines

[ Comﬁsitions of Matter

= Improvements on the Above

m Software — under certain circumstances

_PatentCosts

% U.S. $5,000 - $25,000
u Provisional Patent ~ $500
= Foreigh ~ $200,000 or More

= Who Pays

m Licensee Commitment before Incurring
Patent Costs

= Use of program generated IDCs

‘ of
Prot Intellectual Property

—

» Laboratory Notebooks

u Confidentiality Agreements

= Material Transfer Agreements
m Research Agreements

= Provisional Patent Applications




ab oWy Notebooks

% Evidence in Patent Disputes

u Establishes Dates of Conception and
Reduction to Practice

m Use Best Practices, Date Entries, and
obtain witness signature

= Notebooks Are MT Property Under
the Management of the PI

th’ ransfer Agreements

&

u Allows Sharing of Proprietary Materials
without Barring Patentability

m Materials Typically Must Be Destroyed
or Returned After Use

= Must Be Reviewed by Research Office

n Disclosure

FiIe'MT Invention Disclosure with RO
is is Not a Public Disclosure

= Starts Process for Market Evaluation, IP
Pretection, and Potential Patenting

= What is the Invention, Who are the
Inventors, Who Funded the Work
= Bayh Dole Filing if Necessary
m Must Process Disclosure in 18 Months
m Form Available on WEB

tiality and
o‘clogu re’Agreements

» Recipient Agrees in Writing Not to
Disclose

m Allows Disclosure Without Impacting
Patentability

m Obtain Review by Research Office

Testing Agreements
S for Hire Agreements

—

nizes that MT is Testing or Studying IP
Owned by Another Entity

= Used Wihen Testing or Studying Services Are
Not Expected to Develop New IP

m These Types of Agreements are Discouraged

vention Disclosure Form
&

& —InConfidence
- ———
Montana Tech #
Rec'd
= MONT/
OF
THE UNIVERSITY OF MONTANA|
= INVENTIONDISCLOSURE
= Inorder to afford maximum protection and o comply with the requirements of College Policy
1ts Poli iportant that inventions oF discoveries, which may be patentable, be repor
juate! he earli ible dat
wI

RECTIONS IN COMPLETING THIS FORM:




0es Not Necessarily Imply Value

g - “WhatSells a Patent

» Value Proposition: 10x - Faster,
Cheaper,@etter

= Ongoing Research at MT

m Inventors Available to Continue Work
= Proof of Concept

m Peer Review Publications

m Existing Market

The US Patent Office makes no
etermination regarding worth
or commercialization potential.

_T ol I| gy,Tra'nsfer - eneﬁof Iechnology Transfer
Mion and of Protection of IP E&

= Build Rélwonships with Industry » Cheaper, better, faster solution in the market place
u Local and Regional Economic Development

= License Technology = Opportunity to Develop New Industrial Partnerships
= Formulate Commercialization Plans
Internal

= Develop and market product s Education and Employment of Students
= Royalties to MT and Inventors = Research Grants for Faculty
m Publications
m Patenting/Licensing Fees

Potential Pitfalls - Conflict of Interest R geWolicy 407
- -

—

marcher or family werr‘nbers have a ﬁnalr;cial Wned to encourage technology transfer
i tin.companies which sponsor research in your
lab or £n5.techno/ogies, and they receive, . Q;ey)c’)ol-l f)(:l :gzgiéhsezgﬁit%sgr? t;rr:]e;}g;'ec;r
10,000 or greater benefit per year . !
4 ) - officer, board member, or owner in an entity

5% or greater ownership in compan 3 b ; :
PR TSR in company which has (or wishes to have) rights to this
Then a potential Conflict of Interest Exists 1
creation?
= Report on Annual COI Declaration = Is so, seek 407 Exemption

m Put COI management plan in place




- -
Summary A_'Fg“W o -

« Intellectual Property Intellectual Property

L
identi -http: mtech.ed h/policies/i inventi
= How we identify WWW.mieeh.edu/research/policies/images/invention

= How'we protect
Technology Transfer
x ol =Technology Transfer

= DEtermmmg value =http://www.mtech.edu/research/policies/images/coi_discl

m Process osure_form.pdf

. = =http://www.mtech.edu/research/policies/images/mt_confli
m First Stop — Research Office Ct o interest_policy 1-2-2008.pdf




