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Purpose of Presentation

m What is Intellectual Property (IP)
m How we Protect and License IP
m What is Technology Transfer

m Resources

Montana Tech Mission Statement

“To meet the changing needs of society by

supplying knowledge
and education through a strong

undergraduate curriculum augmented by

research,
graduate education and service”

Types of Intellectual Property

m Know How

m Copyright

m Trademark

m Trade Secrets
m Patents

Patent

...the right to exclude others from making,
using, or selling the invention throughout

the United States”

m But, must be

= Novel
= Useful
= Non-Obvious

Montana Tech Patent Policy

m Employees assign patent rights to Montana
Tech as a condition of employment

m Applies to salaried student workers
m Montana Tech Obtains Patent

m Revenue Sharing With Inventors

= Montana Tech — 50% of royalties and licensing
income

» Inventors — 50% of royalties and licensing income




Sponsored Research Agreements

m If there is a MT Invention, MT Files
Patent(s) and Retains Ownership

m Inventorship specified in filing and may
include company employees

m Company May Have Option to License
m University Can Publish Results

What is Patentable?

m Processes

m Machines

m Compositions of Matter

m Improvements on the Above

m Software — under certain circumstances

When to File a Patent

m U.S. — Must File Within One Year of
Public Disclosure

m Foreign — Must File before Public
Disclosure

m Provisional Patents add one year of
coverage

Patent Costs

m U.S. $5,000 - $25,000
m Provisional Patent ~ $500
m Foreign ~ $200,000 or More

m Who Pays

= Licensee Commitment before Incurring
Patent Costs

m Use of program generated IDCs

Public Disclosure Examples

m Publication (including enabling
abstract)

m Seminars/Conferences
m Sale or Distribution of Product
m Electronic Disclosure

Methods of
Protecting Intellectual Property

m Laboratory Notebooks

m Confidential Disclosure Agreements
m Material Transfer Agreements

m Research Agreements

m Provisional Patent Applications




Laboratory Notebooks

m Evidence in Patent Disputes

m Establishes Dates of Conception and
Reduction to Practice

m Use Best Practices, Date Entries, and
obtain witness signature

m Notebooks Are MT Property Under
the Management of the PI

Confidentiality and
Non-Disclosure Agreements

m Recipient Agrees in Writing Not to
Disclose

m Allows Disclosure Without Impacting
Patentability

m Must Be Reviewed by Research
Office

Material Transfer Agreements

m Allows Sharing of Proprietary Materials
without Barring Patentability

m Materials Typically Must Be Destroyed
or Returned After Use

m Must Be Reviewed by Research Office

Testing Agreements
Works for Hire Agreements

m Recognizes that MT is Testing or Studying IP
Owned by Another Entity

m Testing or Studying Services Are Not
Expected to Develop New IP

m Agreement Must Ensure No MT Intellectual
Property is Involved

m These Types of Agreements are Discouraged

Patents - Where to Start:
MT Invention Disclosure

m File MT Invention Disclosure with RO
= This is Not a Public Disclosure

m Starts Process for Market Evaluation, IP
Protection, and Potential Patenting

m What is the Invention, Who are the
Inventors, Who Funded the Work

= Bayh Dole Filing if Necessary
m Provides Time to Process Disclosure
= Form Available on WEB

Date Recd
= MONTANATECH
= OF

Invention Disclosure Form

Montana Tech #
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A Patent Does Not Necessarily Imply Value

The US Patent Office makes no
determination regarding worth
or commercialization potential.

What Sells a Patent

m Value Proposition: 10x - Faster,
Cheaper, Better

m Ongoing Research at MT

m Inventors Available to Continue Work
m Proof of Concept

m Peer Review Publications

m Existing Market

Technology Transfer Process

m Creation of IP

m Identify and Protect IP

m Buil Relationships with Industry

m Formulate Commercialization Plans
m Develop and market product

m Royalties to MT and Inventors

m Recognition of MT and Faculty

Benefits of Technology Transfer

External

m Cheaper, better, faster solution in the market place
m Local and Regional Economic Development

m Opportunity to Develop New Industrial Partnerships

Internal

m Education and Employment of Students
m Research Grants for Faculty

m Publications

m Patenting/Licensing Fees

Potential Pitfalls:
Conflict of Interest

m If Researcher or family members have a
financial interest in companies which
sponsor research in your lab or license
technologies and they receive,

= $10,000 or greater benefit per year
= 5% or greater ownership in company

m Report on Annual COI Declaration

m Put COI management plan in place

Regents Policy 407

m Designed to encourage technology transfer

m Are you (or any of the creators) currently or
do you contemplate becoming an employee,
officer, board member, or owner in an entity
which has (or wishes to have) rights to this
creation?

m Is so, seek 407 Exemption




Resources .
Questions ?

= Intellectual Property

=http://www.mtech.edu/research/policies/images/invention
disclosure_form.pdf
=http://mus.edu/borpol/bor400/401-2.htm
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=Technology Transfer
=http://www.mtech.edu/research/policies/images/coi_discl
osure_form.pdf

=http://www.mtech.edu/research/policies/images/mt_confli
ct of interest policy 1-2-2008.pdf




